
Marketing and Communications
5701 Normandale Road
Edina MN 55424

952-848-3959
www.edinaschools.org

Thank you for your inquiry.  Pursuant to the Minnesota Government Data Practices Act,
Minnesota Statutes Chapter 13, the Settlement and Joint Ownership Agreement is classified as
a public document.  A copy of the same is attached to this email, in response to your request.
Exhibit D includes the joint statement of the parties.

The District would like to add that it is pleased with the outcome of this matter.  The District
turned the defense of this litigation over to its Insurance Company, and this Agreement was
negotiated and approved by the Insurer.  While the total payment made on behalf of the District
is $150,000, the District's Insurance Company will be paying $137,500 of that amount directly to
Mr. Otto, and the District is contributing a total of $12,500 in exchange for the dismissal of the
lawsuit and the joint ownership of the historic hornet logo.  This joint ownership ensures that the
District may freely use the logo in perpetuity without paying any royalties or other fees, and
avoids any further disputes about the District's right to proudly display the logo.

Sincerely,

Daphne Edwards

Director of Marketing & Communications
Edina Public Schools
952-848-3959
Daphne.edwards@edinaschools.org



SETTLEMENT AND JOINT OWNERSHIP AGREEMENT

Whereas, Michael J. Otto, 300 South 4th Street, Grove City, MN 56243 (hereinafter,

“Plaintiff” or “Otto”) created the Edina High School hornet logo titled EDINA/M.JL.O.

(“HORNET LOGO"), copies of which are attached to this Settlement and Joint Ownership
Agreement (“Agreement”) as Exhibit A;

Whereas, Otto filed a copyright registration application regarding the HORNET LOGO
with the United States Copyright Office on or about December 23, 1981, as Registration No.

'VA0000109783; a copyof which is attachedto this Agreement as Exhibit B;

‘Whereas, Independent SchoolDistrict 273 a/k/a the Edina Public School District,

5701 Normandale Road, Edina, MN 55424 (“Defendant” or “School District” or “EPSD,” and

together with Plaintiff, “Parties” collectively or “Party” individually) commissioned a search for
a new logo in 1981, which sought original drawings in the hopes of finding one 10 be used by
EPSD as a visual depiction ofits Homet Mascot going forward indefinitely;

Whereas, Otto's entry was selected as the winning submission from amongst
approximately 168 total submissions;

‘Whereas, with Otto’s permission, EPSD began using the HORNET LOGO as it’s Homet

Mascot beginning in 1981, and EPSD desires to have the option to continue using the HORNET

LOGO as it has over thepast41 years, in connection with various school activities; and

Whereas, on January 3, 2022, Plaintiff filed a Complaint initiating a lawsuit against
Defendant, Otto v. Ind. School Dist. No. 273, No. 22-cv-005 (KMM-BRT), U.S. Dist. Ct, D.

Minn. (“Action”); then on April 13, 2022, Plaintiff filed a First Amended Complaint in the

Action; and on May 4, 2022, Defendant filed an Answer to Plaintiff's First Amended Complaint

and Counterclaim. Plaintiff then was ordered to and filed his Answer to Defendant's
Counterclaim on October 4, 2022 (collectively, “Dispute”).

Now, therefore, in consideration of mutual promises herein made, and as a compromise

to achieve full resolutionofthe Dispute and Action, the Parties agree to the following terms and

conditions of this Agreement. The Effective Date of this Agreement shall be the latest date any
Party executes this Agreement.

1 AGREEMENT AS TO CO-OWNERSHIP:

a The Parties each recognize that it is in the best interest of both Parties as well as

their constituents and shared community that the HORNET LOGO should
continue to be proudly used, displayed and represent EPSD, and that this Dispute
be resolved in such a way to allow for such potential continued use of the
HORNET LOGO.

b. The Parties have determined that joint ownership of the HORNET LOGO is a
‘mutally-beneficial way for those goals to be met, while still preserving the
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respective rights of the Parties and their ongoing interests in and the protection of
the HORNET LOGO, to the exclusionofany other person or entity.

The Parties have determined that joint ownership of the HORNET LOGO will
ensure that both Parties may proactively protect the integrity of the HORNET
LOGO, consistent with this Agreement. Joint ownershipofthe HORNET LOGO
will guarantee that both Partics share in, and are mutually responsible for, the
futureofthe HORNET LOGO, consistent with this Agreement.

4 Accordingly, the Parties agree to be Co-owners of the HORNET LOGO, with
each owning interdependent and indivisible partoftheHORNET LOGO as a
unitary whole. The copyright in the HORNET LOGO shall be jointly secured and
reflected solelyinthe name ofboth Parties and owned according to the following
percentages: Michael J. Otto, 50% and EPSD, 50%. Because the Parts agree
that there shall be no sharing of revenue, royalties, exploitation profits, or
expenses between the Parties regarding cither Party's use of the HORNET
LOGO, or the requirementofnotice of use which might otherwise apply to joint
owners under the Copyright Act, and no approval requirements or votes with
regard to the joint ownership or any other factor regarding the HORNET LOGO
going forward, the indicated ownership percentages shall have no effect, other
than the agreementofthat share being held between and amongst the Parties

c This Agreement allows cach Party the so-called exclusive rights associated with
copyright ownership, as delineated in 17 U.S.C. § 106, including but not limited
to the rights tor

a. reproduce the HORNET LOGO;
b. distribute copiesofthe HORNET LOGO to the public by sale or other
transfero ownership,orby rental, lease, or lending;

c. displaypubliclytheHORNET LOGO; and
d. create derivative worksof the HORNET LOGO.

All rights may be exercised by either Party without any requirement to obtain
approval from the other Party.

£ Asan example, and for the avoidance of doubt, EPSD will be able to use the
HORNET LOGO in connection with various school activities, including but not
limited to athletics, contracting with vendors for the manufacture of clothing,
apparel, equipment, or accessories, curricular activities, extracurricular activites,
working with booster clubs, signage, and overall brand recogaition for the School
District.

& As Otto has previously filed and been issued a registration for copyright in the
HORNET LOGO by the U.S. Copyright Office, he hereby assigns to EPSD an
undivided fifty percent (50%) interest in the HORNET LOGO and all copyright
rights therein, so that the Work is owned jointly as set forth in this Section and
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Agreement. The Parties agree that this assignment shall be recorded with the U. S.

Copyright Office, in a form substantially similar to Exhibit C, attached hereto,
within three (3) business days of receipt of payment by Ofto of the settlement
amount, as set forth in Section 2, below.

h. Both Parties acknowledge that neither will assign or fully transfer anyofthe

rights in the HORNET LOGO to any third party, except that Otto may pass his
rights in the HORENT LOGO to an heir. EPSD is expressly allowed to give

permission to vendors, boosters, community organizations, and other public
entities to use the HORNET LOGO in furtherance of EPSD’s activities intended

for the benefit of students and the School District. Neither Party may enter into

any exclusive licensesoftheHORNET LOGO, due tothejoint ownership by the

Parties.

i. EPSD agrees to prepare intemal guidelines regarding how the HORNET LOGO
may be used by students and faculty. These guidelines will be formally
incorporated into the School District's standard marketing protocols, including
statements that the HORNET LOGO is copyrighted and jointly owned by EPSD
and Otto, and that the HORNET LOGO may be used only with permission of

EPSD, in furtherance of EPSD’s activities intended for the benefit of students and

the School District. These guidelines will be included in the 2023-24 marketing

protocols and made available to faculty, and then included for each school year
going forward.

j. Each Party agrees to designate a contact person, as an individual that such Party
may contact in writing, should either Party learn of or suspect any unauthorized
third-party usesofthe HORNET LOGO. EPSD will take primary responsibility in

reaching out to identified unauthorized third parties. If Otto brings an

unauthorized use to the attention of EPSD, then EPSD must inform Otto of its

enforcement actions and decision on pursuing the third party.

Should a lawsuit become necessary against unauthorized third-party uses, the
Parties agree EPSD may take such action as it deems necessary, in its name,

against any person or entity, to protect all rights and interests in the HORNET
LOGO. Otto will, at EPSD’s request, cooperate fully with EPSD in any
controversy which may arise or litigation which may be brought concerning the
HORNET LOGO.

EPSD shall have the right (but not the obligation), in its absolute discretion, to

employ attorneys and to institute or defend any action or proceeding and to take
any other proper steps to protect the right, tile and interest of EPSD in and to the
HORNET LOGO, and every right or legal claim thereto, and in that connection,
to settle, compromise or in any other manner dispose of any matter, claim, action

or proceeding and to satisfy any judgmentthatmay be rendered, in any manneras
EPSD in its sole discretion may determine. Any legal action brought by EPSD
‘against any alleged infringer ofanyof the HORNET LOGO shall be initiated and
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prosecuted by EPSD. If EPSD chooses not to institute a lawsuit against an

infringing third party, it also may delegate the option to pursue a lawsuit to Otto.

Otto will not be responsible for any expenses, costs, or attomeys’ fees associated

with a lawsuit initiated by EPSD, or any other enforcement of the HORNET

LOGO by EPSD. However, he is willing to testify as a witness on behalfofand in

cooperation with EPSD in support of the HORNET LOGO and the creation
thereof.

2 SETTLEMENT AND LUMP-SUM ROYALTY PAYMENT:

In resolution of the Dispute and the Action, and as a one-time, lump sum payment for
damages alleged to have been suffered by Otto in the Action and Dispute, EPSD shall

pay to Plaintiff one-hundred fifty thousand dollars ($150,000) as soon as practicable, in
Tight of the regular and necessary processing of its insurance claim, but in no event later
than 45 days of full executionofthis Agreement.

‘Each party will bear its own costs and attorneys’ fees in connection with the Dispute and

Action and with preparation and execution ofthis Agreement.

3. CONFIDENTIALITY AND JOINT PRESS RELEASE:

To the fullest extent allowed by law, the terms of this Agreement shall remain

confidential, except as required by the Minnesota Goverment Data Practices Act or
other laws applicable only to EPSD, and that the Parties may mutually agree upon
language forajoint press release that expresses this case has been resolved on amicable

and confidential terms, that the HORNET LOGO and related copyrights are jointly
owned by the Parties, and that the Parties look forward to the opportunity to use the

HORNET LOGO to continue the 40+ years of legacy and pride built up with students,

alumni and the community from using the HORNET LOGO. The agreed-upon draft press
release, to be submitted to the Star Tribune, is attached hereto as Exhibit D.

4. GENERAL RELEASES:

In consideration of the promises set forth in this Agreement, including but not limited to

Defendant's payment obligation of Paragraph 2 herein, Plaintiff (for himself and any
‘successors, assigns or heirs), hereby releases and discharges Defendant (and its respective

insurers, including without limitation the Minnesota Insurance Scholastic Trust (and its
Member Districts, administrators, attorneys, and service companies), parents,

subsidiaries, affiliates, directors, officers, shareholders, members, managers, attorneys

and employees), of and from any and all claims, counterclaims, suits, demands, costs,
expenses or causes of action arising from or relating to the Dispute, whether known or

unknown, occurring up to the Effective Date of this Agreement, except for enforcement
ofthis Agreement.
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Likewise, for good and valuable consideration, Defendant, including any parents,

subsidiaries, affiliates, agents, representatives, partners, directors, officers,
shareholders, members, managers, employees, successors, assigns, or insurers of
Defendant (including without limitation the Minnesota Insurance Scholastic Trust

(and its Member Districts, administrators, attorneys, and service companies) hereby
releases and discharges Plaintiff (and any respective insurers, successors, assigns, or

heirs), of and from any and all claims, suits, demands, costs, expenses or causes of

action arising from or relating to the Dispute, whether known or unknown, occurring up
to the Effective Dateofthis Agreement, except for enforcementofthis Agreement.

S. TERM:

This Agreement, the rights of the Parties and the assignment of rights contemplated
herein shall commence upon complete executionofthis Agreement and shall continue in
effect for the full term ofall worldwide copyright rights in and to the HORNET LOGO in

the United States of America and throughout the rest of the world and for the terms of

any and all renewals, extensions and reversions thereofin the United StatesofAmerica.

6. DISPUTE RESOLUTION:

Should any Party hereto believe that the other Party has breached a material term of this

Agreement, it must first provide written notice to the other Party, whereupon the
receiving Party shall have 21 days to cure the alleged breach. Should an agreeable

resolution not be made, the Parties agree to submit the dispute to a private mediator, and
‘make good-faith efforts to resolve the dispute in mediation. Costs of such mediation shall

be shared equally between the Parties. Should mediation be unsuccessful, only then can

further legal action be pursued.

7. ENTIRE AGREEMENT:

The terms set forth in the Agreement constitute the entire Agreement between the Parties
as to the subject matter hereof, and all prior agreements, negotiations and understandings
are merged herein. This Agreement may not be amended or modified except by a written
instrument executed by both Parties hereto, or their heirs or legal successors in interest.

8. MISCELLANEOUS:

The captions in this Agreement are for convenience only and shall not be considered in
construing the provisionsofthis Agreement. Nothing contained in this Agreement shall
‘be deemed to create a joint venture, partnership, or other similar relationship between the

Parties hereto and no Party shall holditselfout, or purport to act to the contrary. Nothing
in this Agreement requires either Party to use the HORNET LOGO.

9. ASSIGNMENT:

This Agreement and any rights granted herein may not be assigned, mortgaged, or
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otherwise transferred by either Party. This Agreement shall bind all heirs and successors
in interestofeach Party.

10. NOTICES:

a All notices, payments, requests and other communications under this Agreement
shall be given or delivered to each Partyas follows:

Michael J. Otto, orhis heir

Grove City, MN 56243

viore SE
‘With a copy contemporaneously delivered to:

Nicholas S. Kuhlmann

Patterson Thuente, P.A.

4800 IDS Center

80S. 8% St.
Minneapolis, MN 55402
kuhimann@ptslaw.com

Independent School District #273 (“EPSD”)
Attn: DirectorofBusiness Services

Edina Public Schools
5701 W. Normandale Road

Edina, MN 55424

Phone: (952) 848-3815

With a copy contemporancously delivered to:

Mick Spence
The Spence Law Firm
‘Two22 Tower, Suite 1600

222 South 9” Street
Minneapolis, MN 55402

spence@spence.law

b. Any notice, report, or other item which is desired or required to be given under
this Agreement shall be given in writing and delivered via First Class Mail,
postage prepaid, to the Parties’ addresses set forth in Section 10(a), or another
address subsequently provided via notice accomplished as set forth in Section
10(a). The effective date of any such notice herein shall be the date such item is

deposited in the U.S. Mail, and established by a swom affidavit of service orprt
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11. SEVERABILITY:

All terms and provisionsofthis Agreement are severable. Any term or provision of this

Agreement or any application thereof which may be invalid or unenforceable will be

ineffective only to the extent of such prohibitions or unenforceability without affecting
the remainderofthis Agreement or any other applicationof such term or provision.

12. GOVERNING LAW:

“This Agreement shall be governedbythe laws of the StateofMinnesota, and all disputes

arising hereunder shall be resolved exclusively in the courts of the State of Minnesota,

unless the Parties expressly agree in writing to the contrary, and subject to the Dispute
Resolution requirements ofSection 6.

IN WITNESS THEREOF, the Parties hereto have caused these presents to be signed by

their duly authorized representatives.

MICHAEL J. OTTO INDEPENDENT SCHOOL DISTRICT
273 a/k/a EDINA PUBLIC SCHOOLS

of QuSUOON Cow ByLicaAlps.
=.

Date: __ [31/33 (RO ‘Name: Erica Allenburg, Chair
B
& pue:__Z/ [202

oH A
By (iA os

Micon.Name: i e Grine, Vice Chair

T
Date: SIS HMO~ 0

0
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COPYRIGHT ASSIGNMENT

‘This Copyright Assignment (“Copyright Assignment”) is made by Michael1. Otto (“Assignor),
located at 300 South 4th Street, Grove City, MN 56243, and Independent School District 273 a/k/a

Edina Public School District (“Assignee”), located at 5701 Normandale Road, Edina, MN 55424,

pursuant to a Settlement and Joint Ownership Agreement between Assignor and Assignee, dated
on or about January 30, 2023 (the “Settlement and Joint Ownership Agreement”).

WHEREAS, under the terms of the Settlement and Joint Ownership Agreement, Assignor has
conveyed to Assignee a portion of intellectual property owned by Assignor, and has agreed to
execute and deliver this Copyright Assignment, for recording with the United States Copyright

Office.

NOW THEREFORE, the parties agree as follows:

1 Assignment. For good and valuable consideration, the receipt and sufficiency of

which is hereby acknowledged, Assignor imevocably transfers and assigns to Assignee fifty
percent (50%) of Assignor's right, title, and interest in and to U.S. Copyright Reg. No. VA 109-
783, titled “Edina High School Homet Logo,” registered on or about August 17, 1981 (the
“Assigned Copyright”)

2. Recordation and Further Actions. Assignor hereby authorizes the Register of

Copyrights in the United States Copyright Office to record and register this Copyright Assignment
upon request by Assignee. Following the date hereof, upon Assignee’s reasonable request, and at
Assignee’s sole cost and expense, Assignor shall take such steps and actions, and provide such

cooperation and assistance to Assignee and its successors, assigns, and legal representatives,
including the exceution and deliveryofany affidavits, declarations, oaths, exhibits, assignments,
powers of attomey, or other documents, as may be reasonably necessary to effect, evidence, or
perfect the assignmentof the Assigned Copyright to Assignee.

3. Terms of the Settlement and Joint Ownership Agreement. The parties hereto

acknowledge and agree that this Copyright Assignment is entered into pursuant to the Settlement
and Joint Ownership Agreement, to which reference is made for a further statementofthe rights

and obligations of Assignor and Assignee with respect to the Assigned Copyright. The
representations, warranties, and agreements contained in the Settlement and Joint Ownership
Agreement shall not be superseded by any statements in this Copyright Assignment but shall
remain in full force and effect to the full extent provided therein. In the event of any conflict

between the terms of the Settlement and Joint Ownership Agreement and the terms hereof, the

terms of the Settlement and Joint Ownership Agreement shall govern.

4. Counterparts. This Copyright Assignment may be executed in counterparts, each of
which shall be deemed an original, but all of which together shall be deemed one and the same

seamen.
5. Successors. This Copyright Assignment shall be binding upon and shall inure to

the benefitofthe parties hereto and their respective successors in interest and heirs.
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6. Goveming Law. This Copyright Assignment and any claim, controversy, dispute,
or cause of action (whether in contract, tort, or otherwise) based upon, arising out of, or relating to

this Copyright Assignment and the transactions contemplated hereby shall be govemed by, and
construed in accordance with, the laws of the United States and the State of Minnesota, without

giving effect to any choice or conflict of law provisionorrule (whetherofthe StateofMinnesota
or any other jurisdiction).

IN WITNESS WHEREOF,Assignorhas duly executed and delivered this Copyright Assignment

asof the date first written above.

1 declare under penaltyofperjury under the laws of the United States ofAmerica that I
‘have signed the foregoing instrument and acknowledged the instrument to be my free act and deed

for the uses and purposes mentioned in the instrument.

MICHAEL J. OTTO

@.) Q Naooils, JN GEDHO
Date: January 3, 2023
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I declare under penaltyofperjury under the laws of the United States of America that I
have signed the foregoing instrument and acknowledged the instrument to be my free act and deed

for the uses and purposes mentioned in the instrument.

INDEPENDENT SCHOOL DISTRICT

273 a/k/a EDINA PUBLIC SCHOOLS

BySica lsetowse
Name: Erica Allenburg, Chair

Date: Z{ of 202%

1 declare under penalty of perjury under the laws of the United States of America that I

‘have signed the foregoing instrument and acknowledged the instrument to be my free act and deed
for the uses and purposes mentioned in the instrument.

INDEPENDENT SCHOOL DISTRICT

2m EDINA PUBLIC SCHOOLS

igh ABy lJ Topasof v
= f re¢ne, Vice Chair

Date: {ua 0,70;
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EXHIBIT D - JOINT PRESS RELEASE

Date: January3),2023

EDINA PUBLIC SCHOOL DISTRICT AND ARTIST REACH SETTLEMENT
REGARDING HORNET MASCOT LOGO

‘The Edina Public School District and artist Michacl J. Otto have resolved a copyright lawsuit and
reached a private settlement which allows the long-time Homet Mascot logo to continueto be used
by the School District, for the benefit of students, alumni and the Edina Public School District.
‘The settlement is designed to secure and protect future use and enjoyment of the Homet in Edina
Public Schools.

‘While the parties had significantly different perspectives on the dispute, after yearsofroyalty-free
use of the logo, both parties recognized that finding common ground and a cooperative outcome
benefited all stakeholders and their shared community, much more than ongoing ligation. The
Hornet logo and related copyright rights are jointly owned by the parties.

Both parties are pleased with this amicable resolution. The termsofthesettlementareconfidential.
“The Parties look forward to the opportunity to use the Homet logo to continue the 40+ years of
legacy and pride built up with students, alumni and the community in the Hornet logo.
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